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DETAILED ACTION 

1. This action is in response to the amendment filed on 9/17/2004. 

2. The objection to the drawings and specification are withdrawn in view of applicant's 
amendment. 

3. The allowable subject matter indicated for claims 1-6 and 9 in the previous Office 
action dated 6/17/2004 is withdrawn. Presently, claims 1-3 are rejected under 35 U.S.C 

102 (e), claims 4-10 are rejected under 35 U.S.C. 112, second paragraph, and claims 4-6 and 9 
are rejected under 35 U.S.C 103 (a). 

4. Claim 14 is allowed as indicated in the previous Office action dated 6/17/2004. Claims 
1 1-13 are cancelled as per applicant's amendment. 

Specification 

5. The disclosure is objected to because of the following informalities: referring to Fig. 12, 
the specification on page 16, 11 18-21 states that the filtering downstream information is received 
by the reception I/F 308 and supplied to the CPU 31. However, it would be comprehensible if 
"308" is changed to "37" since the reception I/F 308 in Fig. 12, page 16, 11 6-15, is not directly 
connected to CPU 31, rather the reception I/F 37 is. 

Appropriate correction is required. 

Claim Objections 

6. Claims 1,3,4, 7-8, and 14 are objected to because of the following informalities: 

- in claim 3, 11 2, "RF" should be spelled out to avoid any misinterpretation; 

- in claim 4, 11 10, "second" should be changed to "first" in order to be consistent 
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with items 115 and 123 in Fig. 10; 

- in claim 7, 11 21, "upstream" should be changed "transmitted" in order to be 
consistent with a function of the second reception interface as recited in lines 10-11 of the claim 
and Fig. 12; 

- in claim 8, 11 20, "first" should be changed to "second" in order to be consistent with 
a function of the second reception interface as recited in lines 10-11 of the claim and Fig. 13. 

- in claim 14, 11 14, "client" should be changed to "server," see items 115 and 123 
in Fig. 10. 

in claims 1 and 4, "configured to/for" should be changed. An alternative to the 
suggested change would be a written confirmation stating that the claimed element 
performs the actual function following "configured to/for." It has been held that the 
recitation that an element being "configured to/for" perform a function is not a positive limitation 
but only requires the ability to so perform. It does not constitute a limitation in any patentable 
sense. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
7. he following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 4-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 



Application/Control Number: 09/658,759 Page 4 

Art Unit: 2663 

Regarding claim 4, line 7, the word "means" is preceded by the word(s) "filter" in an 
attempt to use a "means" clause to recite a claim element as a means for performing a specified 
function. However, since no function is specified by the word(s) preceding "means," it is 
impossible to determine the equivalents of the element, as required by 35 U.S.C. 1 12, sixth 
paragraph. See Ex parte Klumb, 159 USPQ 694 (Bd. App. 1967). The office is now treating the 
limitation "filter means" as "a filter unit." 

Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIP A) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

9. Claims 1-3 and are rejected under 35 U.S.C. 102(e) as being anticipated by McClard 
(USPN 6,438,752 Bl). 

Regarding claim 1, as shown in Fig. 2, McClard teaches a communication system (a 
cable television network 30) comprising: 
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A transmitting apparatus (head-end server 34) for sending multiplexed program data 
(video and audio signals in program signals 32) and transmitting a schedule table (program 
information in program signals 32) indicating a schedule of data to be transmitted to a receiving 
apparatus, in a communication network (a cable television network 30) connecting with a 
transmitting apparatus (head-end server 34) and a receiving apparatus (set-top box 38). See col. 
4, 11 23-45. 

A receiving apparatus (set-top box 38) for transmitting request information (a second 
input signal from user indicating that the current channel is not acceptable and requesting to 
select another channel) indicating which program is being viewed/listened. See Fig. 1, col. 3, 11 
33-53 and col. 4, 11 49-51. 

A filter unit (tuner 60, Fig. 3) for changing a filtering characteristic of itself based on the 
schedule table (program information in program signals 32) received from the transmitting 
apparatus (head-end server 34) and the request information (a second input signal) received from 
the receiving apparatus (set-top box 38), such that data (program on another channel) specified 
by the request information is transmitted to the receiving apparatus. See col. 3, 11 44-53 and col. 
6, 11 16-27 and 41-54. 

Regarding claim 2, it is inherent that the program data must be multiplexed by TDMA 
and FDM since different video/audio signals are transmitted at different time and on different 
channels, col. 4, 11 27-32 and 35-39. 

Regarding claim 3, the communication network, i.e. the cable television system 30 in Fig. 
2, must be an RF communication network. 
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Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Baran (USPN 
5,870,395) in view of McClard (USPN 6,438, 752 Bl), and further in view of 

Laubach et al. ("Laubach") (USPN 6,075,972). 

Regarding claim 4, Baran a communication system (Fig. 3) comprising: 

A first transmitting/receiving apparatus (a head end 140) for transmitting multiplexed 

program data (TV signals transmitted on the downstream feeder cable 8) to a second 

transmitting/receiving apparatus (subscriber interface unit 70), to a filter unit (a filter 60). See 

col. 5, 11 16-48. 

The second transmitting/receiving apparatus (subscriber interface unit 70) for 
transmitting data (600 MHz signal transmitted from subscriber interface unit 70) to the first 
transmitting/receiving apparatus (the head end 140). See col. 5, 11 61-col. 6, 11 5. 

The filter unit (a filter 60) for filtering data (TV signals) transmitted from the first 
transmitting/receiving apparatus (the head end 140) and for filtering data (600 MHz signal 
transmitted from subscriber interface unit 70) transmitted from the second transmitting/receiving 
apparatus (subscriber interface unit 70) to the first transmitting/receiving apparatus (the head end 
140). See col. 5, 11 43-48, 61-col. 6, 11 5. 
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However, Baran fails to teach (i) the first transfer schedule table information which is 
transmitted by the first transmitting/receiving apparatus, received by the filter unit, and used by 
the filter unit in filtering data transmitted from the first transmitting/receiving apparatus, and (ii) 
the second transfer schedule table information which is transmitted by the first 
transmitting/receiving apparatus, received by the filter unit, and used by the filter unit in filtering 
data transmitted from the second transmitting/receiving apparatus as recited in the claim. 

Regarding (i), McClard teaches a first transfer schedule table information (program 
information) transmitted from the head end server 34 in Fig. 4 to a set-top box 38 for indicating a 
schedule of the program data (col. 4, 11 27-32 and 35-39). 

Given the teaching of McClard, it would have been obvious to one skilled in the art at the 
time the invention was made to modify the teaching of Baran to include the first transfer 
schedule table information indicating a schedule of the program data such that it would be 
transmitted by the first transmitting/receiving apparatus (head end 140, Fig. 3 of Baran), received 
by the filter unit (a filter unit 60, Fig. 3 of Baran), and used by the filter unit in filtering data 
transmitted from the first transmitting/receiving apparatus recited in the claim. The 
motivation/suggestion to do so would have been to indicate to the end user, e.g. TV viewer, the 
running period and the content category of each program available during a particular time frame 
(McClard, col. 4, 11 36-39). 

Regarding (ii), Laubach teaches a second transfer schedule table information (grant 
message 402) concerning data to be transmitted from a modem 1 12 to a head end controller 102, 
Fig. 4 (col. 10, 1147-60). 
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Therefore, it would have been obvious to one skilled in the art at the time the invention 
was made to modify the combined teaching of Baran and McClard to include the second transfer 
schedule table information concerning data to be transmitted from the second 
transmitting/receiving apparatus to the first transmitting/receiving apparatus such that it would 
be transmitted by the first transmitting/receiving apparatus (head end 140, Fig. 3 of Baran), 
received by the filter unit (a filter unit 60, Fig. 3 of Baran), and used by the filter unit in filtering 
data transmitted from the second transmitting/receiving apparatus (subscriber interface unit 70) 
as recited in the claim. The motivation/suggestion to do so would have been to assign appropriate 
upstream slot(s) to the end user as taught by Laubach (col. 10, 11 52-60). 
12. Claims 5-6 and 9 are rejected under 35 U.S.C 103(a) as being unpatentable over Baran 
(USPN 5,870,395) in view of McClard (USPN 6,438, 752 Bl), and further in view of Laubach et 
al. ("Laubach") (USPN 6,075,972) and Anderson, Jr. et al. ("Anderson, Jr.") (USPN 6,226,794 
Bl). 

Regarding claims 5 and 9, as shown in Fig. 3, Baran teaches that the first 
transmitting/receiving apparatus (the head end 140) transmits downstream data (TV signals) 
transmitted from the first transmitting/receiving apparatus (the head end 140) to the second 
transmitting/receiving apparatus (subscriber interface unit 70) (col. 5, 11 16-33), and the second 
transmitting/receiving apparatus transmits the upstream data (600 MHz signal transmitted from 
subscriber interface unit 70) to the filter unit (a filter 60) (col. 5, 11 16-48). 

However, Baran fails to teach (i) schedule data for the downstream data, (ii) schedule 
data for upstream data which is multiplexed with one frequency, (iii) transmitting by the filter 
unit the schedule data for the downstream data, (iv) transmitting by the filter unit the schedule 
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data for the upstream data to the second transmitting/receiving apparatus, and (v) transmitting the 
upstream data to the first transmitting/receiving apparatus, and (vi) transmitting information for 
filtering the downstream data by the filter unit to the filter unit as recited in the claims. 

Regarding (i) and (iii), McClard teaches (i) schedule data which specifies contents of the 
downstream data by frequency (channel) and time (col. 4, 11 23-39). Given the teaching of 
McClard, it would have been obvious to modify the teaching of Baran to include (i) the schedule 
data for the downstream data such that (iii) the filter unit (a filter 60, Fig. 3 of Baran) would 
transmit the schedule data to the second transmitting/receiving apparatus (subscriber interface 
unit 70, Fig. 3 of Baran). The motivation/suggestion to do so would have been to indicate to the 
end user, e.g. TV viewer, the running period and the content category of each program available 
during a particular time frame (McClard, col. 4, 11 36-39). 

Regarding (ii), (iv), and (v), Laubach teaches (ii) schedule data (grant message 402) for 
transmitting upstream data requested from a modem 1 12 to a head end controller 102, Fig. 4 
which must be multiplexed with one frequency (col. 10, 11 47-60). Therefore, it would have been 
obvious to one skilled in the art at the time the invention was made to modify the combined 
teaching of Baran and McClard to include (ii) the schedule data for upstream data which must be 
multiplexed with one frequency such that (iv) the filter unit (a filter 60, Fig. 3 of Baran) would 
transmit the schedule data for the upstream data to the second transmitting/receiving apparatus 
(subscriber interface unit 70, Fig. 3 of Baran) and (v) the upstream data to the first 
transmitted/receiving apparatus as recited in the claim. The motivation/suggestion to do so 
would have been to assign appropriate upstream slot(s) to the end user as taught by Laubach (col. 
10, 11 52-60). 
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Regarding (vi), Anderson, Jr. teaches information (control information from user used in 
controlling information sent from service provider) for filtering the downstream data 
(information, e.g. video/audio) (col. 1, 11 60-col. 2, 11 3 and 47-57). Given the teaching of 
Anderson, Jr., it would have been obvious to one skilled in the art to modify the combined 
teaching of Baran, McClard, and Laubach to include information for filtering the downstream 
data such that (iv) the second transmitting/receiving apparatus (subscriber interface unit 70, Fig. 
3 of Baran) would transmit the information for filtering the downstream data by the filter unit (a 
filter 60, Fig. 3 of Baran), to the filter unit. The motivation/suggestion to do so would have been 
to enable the user to control the information transmitted to the user as taught by Anderson, Jr. 
(col. 2, 11 47-51). 

Regarding claim 6, Baran teaches the filter unit (a filter 60 for filtering upstream data to 
and TV signals to subscriber interface unit 70, Fig. 3), but fails to teach that the filter unit 
performs filtering processing according to the schedule data for the upstream data when it does 
not transmit the upstream data to the first transmitting/receiving apparatus. Laubach teaches 
schedule data (grant message 402) for upstream data transmitted from a head end controller 102, 
Fig. 4 (col. 10, 11 47-60). Therefore, it would have been obvious to one skilled in the art to 
modify the teaching of Baran to include that the filter unit performs filtering processing 
according to the schedule data for the upstream data when it does not transmit the upstream data 
to the first transmitting/receiving apparatus as recited in the claim. The suggestion/motivation to 
do so would have been to maintain a continuous flow of TV signal to the viewer. 



Allowable subject matter 
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13. Claims 7-8 and 10 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

- Lovett (USPN 4,450,477), disclosing a subscriber terminal with filter units (Fig. 
5) and a bi-directional TV information system (Fig. 6). 

- Dufresne et al. (USPN 5, 126,840), disclosing a two-way CATVE network with 
filtering system (Figs. 4 and 8). 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nittaya Juntima whose telephone number is 571-272-3 120. The 
examiner can normally be reached on Monday through Friday, 8:00 A.M - 5:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Ngo can be reached on 571-272-3139. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Nittaya Juntima * 



February 22, 2005 
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PRIMARY EXAMINER 




